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Judges.

Opi ni on by Hohein, Adm nistrative Trademark Judge:

Human Synergistics, Inc. has filed an application to
register the mark "THE LEADER W THI N' for goods and services
identified as follows: "conputer prograns used for self-testing,
consul ting, assessnment and notivational training" in
International C ass 9; "books, printed manuals, stationery,
instructional materials, brochures and printed materials relating
to business consulting and notivational training" in
International C ass 16; and "busi ness and nmanagenent consulting

servi ces, [and] nmanagenent research" in International Cass 35.°

‘' Ser. No. 75/572,457, filed on Cctober 19, 1998, which with respect to
all three classes alleges a date of first use and first use in
commerce of Septenber 1, 1998.
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Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U. S.C. 81052(d), on the ground that
applicant's mark, when applied to its goods and services, soO
resenbles the mark "LEADING FROM WTHI N, " which is regi stered by
the sanme entity for "questionnaires, workbooks, and printed
teaching materials in the field of |eadership"? and "educati onal
servi ces, nanely conducting training workshops and sem nars for
i ndi vi dual s and organi zations in the field of |eadership and
distributing course materials in connection therewith,"® as to be
likely to cause confusion, or mstake or to deceive. 1In
addition, registration has been finally refused pursuant to
Section 1(a) of the Trademark Act, 15 U . S.C. 81051(a), on the
ground that the identification of the goods in International
Class 9 is "unacceptable as indefinite" because, as stated in the
final refusal, it "nerely indicates the fields of use rather than
the functions of the conputer software."”

Appl i cant has appealed. Briefs have been filed, but an
oral hearing was not held.* W affirmthe refusals to register.

Turning first to the issue of |ikelihood of confusion,
our determ nation thereof under Section 2(d) is based on an

analysis of all of the facts in evidence which are relevant to

? Reg. No. 2,015,841, issued on Novermber 12, 1996, which sets forth a
date of first use anywhere and in commerce of May 17, 1995.

® Reg. No. 2,015, 839, issued on Novenber 12, 1996, which sets forth a
date of first use anywhere and in commerce of May 17, 1995.

“ Al though applicant, inits initial brief and again with its reply
brief, requested "oral argunent for this appeal,” it subsequently
notified the Board after an oral hearing was scheduled that it

"el ected to waive oral argunent."”
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the pertinent factors as set forthiniInre E |. du Pont de
Nemours & Co., 476 F.2d 1357, 177 USPQ 563, 568 (CCPA 1973).
However, as indicated in Federated Foods, Inc. v. Fort Howard
Paper Co., 544 F.2d 1098, 192 USPQ 24, 29 (CCPA 1976), in any
| i kel i hood of confusion analysis, two key considerations are the
simlarity of the goods and/or services and the simlarity of the
mar ks. °

Wth respect to consideration of the goods and services
at issue, we agree with the Exam ning Attorney that, as stated in
his brief, the "goods and services are identical in some respects
and highly related in others.” Applicant, as the Exam ning
Attorney al so accurately observes in his brief, "apparently
concedes ... the simlarity of the goods and services ... by
of fering no argunents against the examner's findings on this
i ssue at any point during the prosecution of this application.”
Such is likewi se true with respect to applicant's reply brief,
whi ch we note | acks any nention of the issue.

In any event, it is plain fromthe brochure submtted
as applicant's specinen of use for its services that its
"busi ness and managenent consulting services, [and] managenent
research" services are, as the Exam ning Attorney contends in his
brief, "highly related to the registrant's educational training
wor kshops and sem nars for individuals and organi zations in the

field of |leadership.” As its brochure explains, applicant's "The

°* The court, in particular, pointed out that: "The fundanental inquiry
mandat ed by 82(d) goes to the cumulative effect of differences in the
essential characteristics of the goods [and/or services] and
differences in the marks."
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Leader Wthin devel opnent program is "[a]n intensive, high-
i npact wor kshop” which "provides a practical, imrediately
appl i cabl e devel opnent process that enphasizes the value of the
self and the ability to reach and exceed one's potential." Such
brochure further states, anong other things, that "[p]articipants
di scover ... [w hich 'self-leadership' behaviors enhance their
rel ati onshi ps and approach to tasks"; that "The Leader Wthin can
be delivered as a one or one-half day workshop OR as a self-
directed, self-paced |earning experience"; and that "[t] he 156-
page Partici pant Wrkbook contains everything the participant
needs to successfully conplete the training.” Thus, as the
Exam ni ng Attorney points out, "[t]hese excerpts clearly
denonstrate that the applicant's services, though couched in
different term nology, are nearly identical to the services
provided by the registrant and feature the sanme subject matter.
In addition, the Exam ning Attorney insists that the
"goods provided by the applicant, nanely its conputer software
and printed educational material, are all related to the field of
notivational training." Specifically, with respect to the
rel ationshi p between applicant's "conputer prograns used for
self-testing, consulting, assessnent and notivational training"
and its "books, printed manuals, stationery, instructional
materials, brochures and printed materials relating to business
consulting and notivational training," on the one hand, and
regi strant's "questionnaires, workbooks, and printed teaching
materials in the field of |eadership”" and its "educati onal

servi ces, nanely conducting training workshops and sem nars for
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i ndi vi dual s and organi zations in the field of |eadership and
distributing course materials in connection therewith,” on the
ot her hand, the Exam ning Attorney correctly maintains that, not
only are such goods and services "each focused on the field of
notivational and self-inprovenent,"” but "applicant and regi strant
provide identical printed materials on the sanme subject matter."
In fact, as identified, applicant's various itens of printed
matt er enconpass those of registrant. Contenporaneous use of the
same or simlar marks in conjunction with the goods and services
of applicant and registrant would therefore be likely to cause
confusion as to the source or sponsorship thereof.

Turning, then, to consideration of the respective
mar ks, applicant argues that "[t]he two marks are different in
character and create distinct comercial inpressions, negating a
| i kel i hood of confusion.® Applicant essentially asserts, in this
regard, that due to the high degree of suggestiveness inherent in

such terns as "leading," "leadership" and "l eader"” wth respect
to goods and services devoted to the general subject natter of
| eader shi p, "[c]onsuners of services and products relating to

executive and managenent training are not likely to be confused

® Al though applicant, in its initial brief, refers for the first tine
to the results of "[a] search for books on | eadership sold by

Amazon. cont as denonstrating, by the titles of such books, that "[t]he
ternms 'l eading,' 'leadership,’ and 'leader' are very comon in the
busi ness of notivational training," such evidence is plainly untinely
under Trademark Rule 2.142(d). Moreover, while the Exani ning Attorney
has not objected thereto on such ground in his brief, neither has he
specifically discussed the evidence referred to by applicant or
otherwise treated it as if it were properly of record. Accordingly,
no further consideration will be given thereto.
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because ... even slight differences [in the associated marks]
wi |l be distinguishing.” |In particular, applicant insists that:

Wil e THE LEADER W THI N i ndi cates the
applicant's program objective of discovering
personal performance potential, LEADI NG FROM
W THI N i ndi cates a program obj ective of
training an already-established | eader. To
know edgeabl e consuners of the rel evant
products and services, THE LEADER W THI N and
LEADI NG FROM W THI N creat e di stinct
commercial inpressions and therefore there
will be no likelihood of confusion under
Section 2(d).

We agree with the Exam ning Attorney, however, that
when considered in their entireties, the respective marks are so
simlar in sound and appearance that their slight differences in
connotation are insufficient to preclude a |ikelihood of
confusion. As the Exam ning Attorney correctly points out in his
brief, a side-by-side conparison of marks is not the proper test
to be used in determning the issue of |ikelihood of confusion
inasnmuch as it is not the ordinary way that custoners wll be
exposed to the marks. Instead, it is the simlarity of the
general overall comercial inpression engendered by the marks
whi ch nust determne, due to the fallibility of nenory and the
concomtant |ack of perfect recall, whether confusion as to
source or sponsorship is likely. The proper enphasis is
accordingly on the recollection of the average purchaser, who
normal ly retains a general rather than a specific inpression of
mar ks. See, e.q., G andpa Pidgeon's of Mssouri, Inc. v.
Borgsmller, 477 F.2d 586, 177 USPQ 573, 574 (CCPA 1973);
Envirotech Corp. v. Solaron Corp., 211 USPQ 724, 733 (TTAB 1981);
and Sealed Air Corp. v. Scott Paper Co., 190 USPQ 106, 108 (TTAB
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1975). Here, as the Exam ning Attorney persuasively notes, "[a]
purchaser who retains only a general inpression of trademarks is
not likely to distinguish between ... THE LEADER W THI N and
LEADI NG FROM WTHI N, " given that such marks clearly "are highly
simlar in sound and appearance.”

As to applicant's contention that "subtle distinctions”
in connotation are sufficient to distinguish the respective
mar ks, we concur with the Exam ning Attorney that by coupling the
words "LEADER' and "LEADING' with the term"WTH N' so as to form
the marks "THE LEADER W THI N' and "LEADI NG FROM WTHI N, " t he
overall commercial inpressions engendered thereby are highly
simlar. Plainly, leading is what a | eader does. Although
obvi ously the words "LEADER' and "LEADI NG' are highly suggestive
of applicant's and registrant's respective goods and services,
our finding of a likelihood of confusion is not based solely on
the presence of such words in the marks at issue but on the fact
that both marks also include the term"WTH N." Both marks as a
whol e consequently convey sim |l ar conmercial inpressions in that
t hey engender, although in slightly different fashions, a notion
of | eadership which arises fromor is attributable to the val ues
within a person. In view of such simlarity in inpression, and
in light of the substantial simlarities in sound and appearance,
cont enpor aneous use of the marks at issue in connection with the
respecti ve goods and services is likely to cause confusion as to
the origin or affiliation of such goods and services.

Turning, then, to the remaining issue in this appeal,

the Exam ning Attorney maintains that the identification of the
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goods in International Class 9 of applicant's application as
"conputer prograns used for self-testing, consulting, assessnent
and notivational training"” is "unacceptable because it fails to
identify the functions of the applicant's conputer progranms with
the |l evel of specificity required to allowthe office to reach
judgnents regarding potential conflicts.” Instead, the Exam ning
Attorney asserts, "the identification refers primarily to the
applicant's field of use.™

Applicant, on the other hand, urges in its reply brief
that the | anguage used to identify its conputer prograns is
acceptabl e inasmuch as it conforns to Ofice policy with respect
to identifications of such goods. Specifically, applicant cites
former TMEP 8804.03(b), which in the latest version (3rd ed.,
rev. 1, dated June 2002) is renunbered as TMEP 81402.03(d), for
the foll ow ng guideline (enphasis added by applicant):

Due to the proliferation of conputer prograns

over recent years and the degree of

speci alization that these prograns have,

broad specifications such as "conputer

prograns in the field of nedicine" or

"conputer prograns in the field of education”

shoul d not be accepted unless the particul ar

function of the programin that field is

i ndi cated. For exanple, "conputer prograns

for use in cancer diagnosis" or "conputer

prograns for use in teaching children to

read” woul d be accept abl e.
Applicant contends that the identification of its conputer
prograns "clearly falls into the category approved of in the TMVEP
section noted above" and asserts, furthernore, that "[t]he terns
"self-testing’ and 'notivation training,' for exanple, need no

further definition."
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We concur with the Exam ning Attorney, however, that
the identification of goods in International C ass 9 of the
application is indefinite, although we find that it is the
failure to specify the field(s) in which applicant's conputer
prograns are used, rather than the absence of their functions,
which is lacking. |In particular, as further provided in current
TMEP 81402.03(d) (italics in original):

Typically, indicating only the intended

users, field, or industry will not be deened

sufficiently definite to identify the nature

of a conputer program However, this does

not mean that user, field or industry

i ndi cations can never be sufficient to

specify the nature of the conputer program
adequatel y.

Cenerally, an identification of

"conputer software” will be acceptable as

| ong as both the function/purpose and the

field are set forth. Sonme general wording is

al | oned.

Here, while the | anguage "used for self-testing,
consul ting, assessnent and notivational training” clearly sets
forth the functions of applicant's "conputer prograns,” there is
no indication as to the field(s) in which such goods customarily
find application. By contrast, we observe that the Exam ning
Attorney rai sed no objection to the anal ogous situation involving
the identification of applicant's goods in International C ass
16, which he apparently found to be acceptabl e because the phrase
"relating to business consulting and notivational training"
adequately serves to specify the field of use of applicant's

"books, printed manuals, stationery, instructional materials,

brochures and printed materials.”
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Deci sion: The refusals under Sections 2(d) and 1(a)

are affirned.
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